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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-11, 19-21, and 24-26 are rejected under 35 U.S.C. 102(a) as being anticipated 
by Schleier-Smith 6,669,918. 

As to claim 1, Schleier-Smith discloses a method for bulk separating single-walled 
fullerenes based on chirality comprising the steps of: forming a template on a crystalline 
substrate having a plurality of openings, then exp^ing the template to a suspension of single- 
walled fullerenes of random chiralities for adsorption of fullerenes having the selected chirality, 
and removing the adsorbed fullerenes (see column 2, lines 1-16). As to the limitation of flowing 
the fullerenes on the substrate at a predetermined angle, this is inherently possessed by 
Schleier-Smith because whatever angle the fullerenes flow over the substrate is the 
"predetermined angle." 

As to claims 2 and 3, the fullerenes of Schleier-Smith '918 are in the form of a colloidal 
suspension (see column 5, lines 2-3; see also, column 4, lines 50-51) suggesting that the 
fullerenes are dissolved and/or suspended prior to being flowed over the substrate. Also, the 
fullerenes would have to be dissolved and/or suspended in order to deposit them onto the 
substrate. 

As to claims 4-6, the fullerenes of Schleier-Smith inherently would align longitudinally 
along the axes of the fullerenes with the direction of flow of the fluid because this is the 
alignment that would automatically occur as a result of fluid dynamics. 
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It appears that claims 7-1 1 are inherent in that they recite flow through a pipe. 

As to claims 19-21 and 24-26, Schleier-Smith inherently has all of the components of the 
claimed system because the process is the same, which would require a similar system as that 
claimed here. 

Claims 1-11, 19-21, and 24-26 are also rejected under 35 U.S.C. 102(e) as being 
anticipated by Schleier-Smith '918. 

The applied reference has two common inventors with the instant application. Based 
upon the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-11, 13-16 and 19-22 and 24-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schleier-Smith '918. 

As to claims 1-3, the rejection above is incorporated herein. With regard to claims 4-6, 
insofar as these are not inherently possessed by Schleier-Smith, these are obvious expedients. 
It would have been obvious to align the longitudinal axes of the fullerenes with the direction of 
flow so as to obtain better fluid flow and so that the fullerenes do not get stuck inside the outlet 
passage. With respect to claims 7-1 1 , it appears that claims 7-1 1 are inherent in that they recite 
flow through a pipe. Insofar as these limitations are not inherently possessed by the reference, 
it would have been obvious to use any structure that would work. As to claim 8, selecting the 
size of the outlet passage is an obvious optimization. See, exL, In re Boesch , 617 F.2d 272, 
205 U.S.P.Q, 215 (CCPA 1980). 

As to claims 12 and 13, Schleier-Smith discloses functionalizing the fullerenes with 
amines (see column 5, lines 12-14). However, amines do not have high electric or magnetic 
susceptibility. Nonetheless, it would have been obvious to functionalize the fullerenes with 
molecular groups having high electric or magnetic susceptibility in order to better align the tubes 
when applying an electric field (see column 4, lines 49-54). 

As to claim 14, this merely appears to be a pipe, which is inherent in any system with 
flow. In the alternative, it would be obvious to use any structure that would work. Claim 15 is an 
obvious expedient to optimize the flow of fullerenes to the outlet. It would have been obvious to 
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have the outlet of the fullerene flow exiting at the substrate, as in claims 16 and 18, in order to 
prevent loss of the fullerenes. 

With respect to claims 19-21 , all of the elements of these claims are obvious expedients 
as each is required for the process of claim 1 . As above for claim 8, claim 22 is an obvious 
optimization. 

Regarding claim 24, as above, it would have been obvious to have the dispensing 
assembly above the substrate in order to prevent loss of fullerenes. 

With respect to claim 25, it would have been obvious to arrange the system components 
in any arrangement that would allow for all of the steps of the process. 

As to claim 26, it would have been obvious to have a turntable for displaceably 
supporting a substrate in order to be able to easily remove the substrate. 

Allowable Subject Matter 

Claims 17 and 23 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Finally, if applicant has any other patents that are material to the present invention, 
applicant is reminded of the duty to disclose under MPEP §609 . 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Rebecca M. Stadler whose telephone number is 571-272-5956. The 
examiner can normally be reached on Normal. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 571-272-1358. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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